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THE NOTIFICATION OF THE FIRST OFFICE ACTION 



1 . [x) In accordance with the Request for substantive examination, the examiner has made the 

examination on the above patent application based on the provision in paragraph 1, Article 35 of 
the PRC Patent Law. 

□ The Patent Office itself has decided to make a substantive examination for the above cited 
patent application based on the provision in paragraph 2, Article 35 of the PRC Patent Law. 

2. [x] The applicant requested to designate the filing date of 

October 13, 2000 in the Patent Office of JP as the priority date; 

in the Patent Office of as the priority date; 

in the Patent Office of as the priority date; 

[x] with the submission of certified copy of priority Document(s). 

□ no certified copy of priority document has been received heretofore and, according to the 
provisions of Article 30 of the PRC Patent Law, it is deemed that no priority right has been 
requested. 

□ the present application is PCT application. 

3. □ The applicant submitted the amended text is not in conformity with Article 33 of Chinese 
Patent Law and is unacceptable: 

□ the amended text submitted according to Article 28 or 41 of the PCT. 

4. [x] Examination is made based on the Chinese translation of the original filing document. 

□ Examination is made based on the following documentations. 

□page(s) of description based on the Chinese translation of the original filing 

document. 

Page(s) of description based on the Chinese translation of attachment of 

international Preliminary Examination Report. 

Page(s) of description based on the amended documents that are submitted in 

accordance with Article 28 or 41 of the PCT. 

Page(s) of description based on the amended documents that are submitted in 

accordance with Article 5 1 of the Chinese Patent Law. 
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□ Item(s) of claims based on the Chinese translation of the original filing 

document. 

Item(s) of claims based on the Chinese translation of the amended documents 

that are submitted in accordance with Article 19 of the PCT. 

Item(s) of claims based on the Chinese translation of attachment of international 

Preliminary Examination Report. 

Item(s) of claims based on the amended documents that are submitted in 

accordance with Article 28 or 41 of the PCT. 

Page(s) of claims based on the amended documents that are submitted in 

accordance with Article 51 of the Chinese Patent Law. 

□page(s) of drawings based on the Chinese translation of the original filing 

document. 

Page(s) of drawings based on the Chinese translation of attachment of 

international Preliminary Examination Report. 

Page(s) of drawings based on the amended documents that are submitted in 

accordance with Article 28 or 41 of the PCT. 

Page(s) of drawings based on the amended documents that are submitted in 

accordance with Article 5 1 of the Chinese Patent Law. 
5. □ The notification is made without conducting the search for the patent ability. 

0 The notification is made under the search for the patent ability. 

SThe following reference materials have been cited in this notification (their serial numbers will 



be referred to in the following procedure); 



Serial Number 


Number or Title of Reference Material 


Publication Date (or Filling 
Date of A Conflict Patent 
Application) 


1 


CN 1070061 A 


March 17, 1993 


2 







6. The conclusion of the examination; 
□ In regard to the description; 

□ The subject matter of the present application is not accepted based on the Article 5 of the 
PRC Patent Law. 

□ The presentation of the description is not in conformity with the provision of Rule 26, 
Paragraph 3 of the Implementing Regulations of PRC Patent Law. 

□ The presentation of the description is not in conformity with the provision of Rule 1 8 of 
the Implementing Regulations of PRC Patent Law. 

□ The presentation of the abstract is not in conformity with Paragraph 1 of Rule 24 of the 
Implementing Regulations of PRC Patent Law. 

[x] In regard to the Claims: 

□ Claims can not be allowed beyond the scope of the protection based on the 

Article 25 of the PRC Patent Law. 

□ Claims do not belong to the definition of invention based on the provision of 

paragraph 1 , Rule 2 of the Implementing Regulations of the PRC Patent Law. 
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S Claims 1, 4-7, 9-11 can not be allowed owing to lack of novelty based on the 

provision of paragraph 2, Article 22 of PRC Patent Law. 
^ Claims 2, 3, 12-16, 17 can not be allowed owing to lack of inventiveness based 

on the provision of paragraph 3, Article 22 of PRC Patent Law. 

□ Claims can not be allowed owing to lack of practical applicability based on the 

provision of paragraph 4, Article 22 of PRC Patent Law. 

□ Claims can not be allowed based on the provision of paragraph 4 Article 26 

of PRC Patent Law. 

□ Claims can not be allowed based on the provision of paragraph 1, Article 31 of 

PRC Patent Law. 

^ Claiir is 1, 3, 8-11, 17 can not be allowed based on the provision of Rules 20 to 23 

of the Implementing Regulations of the PRC Patent Law. 

□ Claims can not be allowed based on the provision of Article 9 of PRC Patent Law. 

□ Claims can not be allowed based on the provision of paragraph 1, Rule 12 of the 

Implementing Regulations of the PRC Patent Law. 

The explanation of the conclusion is given in the attachment sheet in details 

7. According to the above conclusion, it is considered that 

□ the applicant should amend the application documents based on the request in the Attachment 
Sheet. 

H the applicant should state the season on which the application can be accepted and amend the 

part that is indicated not to be conformity with the requirement, otherwise the application will be 
rejected. 

□ No subject matter in the application is accepted, said application will be rejected if the 
applicant does not make a statement or fail to make a statement. 

8. The applicant is drawn attention to that 

(1) In accordance with the provisions of Article 37 of the Chinese Patent Law, the applicant shall 
submit the observation within FOUR months from the date of receiving this notification. If the 
applicant, without any justified reason, fails to reply within the time limit, the application shall be 
deemed to have been withdrawn. 

(2) The applicant shall make amendments to what is not in conformity with the provisions in the 
text of this notification. The amended text shall be furnished in duplicate. The formality of the 
document should be in conformity with the relative provisions of the Guidebook for Examination. 

(3) The applicant and/or his attorney could not go to the PRC Patent Office to meet the examiner if 
no appointment is made. 

(4) Any response and/or amended specification must be mailed or sent by hand to the 
receiving Department of the PRC Patent Office. Any documents that are not sent to the 
Receiving Department do not have legal force. 

9. The text of notification embraces _J3_ page(s), along with the enclosures herein: 
S — 1 — copy of the cited references is enclosed in page of 16 
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Notification of The First Office Action 

The present invention relates to an incombustible resin composition. The following 
comments are provided after substantive examination: 

1 . Claim 1 is rejected under A 22.2 of the Patent Law of China (PLC) as being 
lacking of novelty over the cited document 1(CN 1070061 A). Claim 1 seeks for 
protection of an incombustible resin composition, which comprises a silicon 
(silicone) oligomer, a metal hydrate and a resin material as essential 
components, wherein the metal hydrate is 20% by weight or more in the total 
solids of the resin composition. Document 1 discloses a flame retardant resin 
composition, which comprises a silicon(silicone) oligomer (polydimethylsiloxane 
with the degree of polymerization of 6-15), a resin material (polymer), a metal 
hydroxide or metal hydrate, wherein the metal hydrate is more than 20% by 
weight in the composition, (refer to the description and claims for reference). 
Therefore, the technical solution defined in claim 1 is almost the same as the 
one disclosed in document 1 except that the wordings are not totally identical. 
In addition, the technical solutions defined respectively in claim 1 and in 
document 1 may be applied to the same technical fields and can provide the 
same technical effects. Based on the above comparison, it can be concluded 
that the technical solution defined in claim 1 does not possess novelty. 

2. Claim 2 is rejected under A 22.3 of the PLC as being lacking of inventive steps. 
In claim 2, the resin material according to claim 1 is limited to a group of resins, 
which are generally used in the flame retard materials. Since the obtaining of 
the additional technical feature in claim 2 may be obvious for the person skilled 
in the art, the technical solution defined in claim 2 does not possess inventive 
steps. 

3. Claim 3 is also rejected under A 22.3 of the PLC as being lacking of inventive 
steps. Document 1 suggests that when the surface of metal hydroxide is treated 
by compound such as silane, the performance of the metal hydroxide could be 
improved. Similarly, in the present invention, silicon (silicone) oligomer is used 



for surface treatment of metal hydroxide. Since the agents for surface treatment 
used in the present invention resembles that in document 1, further, the 
technical solution defined in claim 3 does not lead to unexpected technical 
effect, claim 3 has not prominent substantive features and does not represent a 
notable progress. 

4. Claims 4-7 and 9-11 are rejected under A 22.2 of the PLC as being lacking of 
novelty over the cited document 1. The additional technical features directed by 
these claims are disclosed in document 1 (refer to pages 7 and 8 for reference). 
Specifically, the followings (1) to (4) disclosed in document 1 correspond to the 
technical features of claims 4, 6 and 7, claim 5, claim 9 and claim 10 
respectively, and thus these claims do not possess novelty. 

(1) The metal hydroxide can be selected from aluminum 
hydroxide, magnesium hydroxide or calcium hydroxide; 

(2) The average diameter of the metal hydroxide or metal 
hydrate is 0.5 to 15 Urn; 

(3) The polymerization degree of silicon polymer 
(polydimethylsiloxane) is 6-15; 

(4) The silicon polymer (polysiloxane) having aryl group 
(phenyl) could be used. 

5. Claims 1 2-1 6 are rejected under A 22.3 of the PLC as being lacking of inventive 
steps. The subject matters sought for protection in these claims are uses of the 
above incombustible resin composition in manufacturing a prepreg, a laminated 
plate, a metal-clad and a multi-layer printed wiring board. Since the uses 
themselves are not new or creative as it is, the evaluation of their novelty or 
inventiveness may depend on the claims they cite. 

6. Claim 1 7 is rejected under A 22.3 of the PLC as being lacking of inventive steps. 
Claim 17 seeks for protection of a method for preparing an incombustible resin 
composition. Since the means to obtain a composition by blending the 
components themselves is not unique as it is, the evaluation of its novelty or 
inventiveness may depend on the claim it cites. 



7. Claims 1, 3, 8-11 and 17 are rejected under R 21.1 of the Implementing 
Regulations of the PLC as lacking of clarity. 

The use of "silicon (silicone) oligomer" in these claims may be clearly defined by 
limiting the degree of polymerization on condition that such definition can be 
drawn from the description. 

Based on the above reason, the present application cannot be granted 
patent right unless the applicant amends the present application and overcomes 
the defects pointed by the First Office Action unde r Article 33 of the Patent Law of 
China. 
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